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This license is granted retroactively to 
the date(s) and the country(s) indicated 
on the attached decision. 



for Commi: 

This license empowerVtl^ fili/^g, the causation and the authorization of the filing of a foreign application 
or applications in tj>e supfetJi matter identified above, subsequent forwarding of all duplicate and formal 
papers and the pr6secution of such application or applications. 

This license does not empower the filing of any applications, amendments, supplements or 
continuances originating in this country which disclose inventions, modifications, or variations not 
disclosed in the subject matter identified above. 

This license is to be retained by the licensee and may be used at anytime on or after the date thereof. 
This license is not retroactive unless specifically indicated. 

The grant of this license does not in any way lesson the responsibility of the licensee for the security of 
the subject matter as imposed by any Government contract or the provisions of existing laws relating to 
espionage and the national security or the export of technical data. Licensees should apprise 
themselves of current regulations, especially with respecct to certain countries, of other agencies, 
particularly the Office of Foreign Assets Control, Department of the Treasury; Office of Munitions 
Control, Department of State (with respect to Arms. Munitions and Implements of War); the Bureau of 
Trade Regulation. Office of Export Adminsttration, Department of Commerce; and the Department of 
Energy. 
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Under Secretary of Commerce for Iktellectual Property and 
Director of the Uniteo States Patent and Trademark Office 

Washngton, DC 2023I 
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Davis & Bujold, P.LX.C. 
112 Pleasant Street 
Concord, NH 03301-2931 



In re: 

Serial No.: 



Volker Bachmann, et al 
10/563,417 



DECISION ON REQUEST 
UNDER 37 CFR 5.25 



Filing date: 22 February 2006 
Docket No: ZAHFRIP803U 

Title: METHOD FOR CONTROLLING AND REGULATING A TRANSMISSION BRAKE 
IN AN AUTOMATIC MOTOR VEHICLE TRANSMISSION 

In view of the communication(s) filed 18 January 2007 2007, it has been determined that a 
retroactive hcense for foreign filing under 35 U.S.C. 184 be granted with respect to the filings 
listed below. The petition complies with 37 C.F.R. 5.25 in that there is an adequate showing that 
the subject matter in question was not under secrecy order, that the license was diligently sought 
after discovery of the proscribed foreign filing, and that the material was filed abroad without the 
required license under 37 C.F.R. 5.1 1 first having been obtained through error and without 
deceptive intent. 

Country Date 

Germany 5 July 2003 

PCT 8 June 2004 
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Primary Examiner 
Group 3643 
(571)272-6895 
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In re Application of 



Serial no. 

Filed 

For 



Volker BACHMANN, Mario STEINBORN. 
Rudolf KALTHOFF and Anthony Robert 
SAYMAN 
10/563,417 

with an effective filing date of June 8, 2004 
METHOD FOR CONTROLLING AND 
REGULATING ATRANSMISSION BRAKE IN 
AN AUTOMATIC MOTOR VEHICLE 
TRANSMISSION 



Group Art Unit 
Examiner 
Docket 




Andrea M. Valenti 
ZAHFRI P803US 



The Commissioner for Patents 
U.S. Patent & Trademark Office 
P. O. Box 1450 
Alexandria. VA 22313-1450 



RESPONSE 



In response to the Decision on Request under 37 CFR 5.25. mailed December 
5, 2006, in which the Petition for a Retroactive Foreign Filing License was denied for 
the reasons set forth in that Decision, the Applicant hereby requests reoonsideratton of 
the previously filed Petition ifor a Retroactive Foreign Filing License in view of the 
attached new Declaration. 

As indicated in the Dedsion, the Petition was denied by the Examiner because 
there was no "showing that the foreign filing license was diligently sought after the 
discovery of the proscribed foreign filing." Upon reviewing the previously filed 
Declaration, a typographical error was noted in that Declaration. That Is. the filing date 
of the Application in the United States actually occurred on January 4. 200S, instead of 
January 4, 200& as misstated In the previous Declaration. Thus, the time between the 
filing date of January 4, 2006 iand the filing date of the Petition for a Retroactive Foreign 
Filing License. February 6. 2006 was just over one (1 ) month and not over one (1 ) year 
as was suggested by the prior Declaration. The enclosed newly signed Declaration 
corrects this error and the Applicant hereby requests reconsideration of the previously 
filed Petition for a Retroactive Foreign Ffllng License at this time. 
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IN THE UNITED STTATES PATENT AND TRADEMARK OFFICE 

In re AaDKcBtlDn of • : Volker BACHMANN, Mario STEINBORN, 

tn re AppKcatton or ^ Rudolf KALTHOFF and Robert Anthony SAYM AN 



Serial no. 

nied. 

For 



Group Art Unit 

Examiner 

Docket 



10/563.417 

With an effective filing date of June 8, 2004 
METHOD FOR CONTROLLING AND 
j REGULATING A TRANSMISSION BRAKE IN AN 

I AUTOMATIC MOTOR VEHICLE 

TRANSMISSION 



The Commissioner for Patents 
U.S. Patent & Trademark OfRce 
P. O. Box 1450 
Alexandria. VA 22313-1450 



ZAHFRI Pa03US 
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I DECLARATION 

I, Ludger Ronge of ZF Fr^rlchshafen AG, am the attorney most knowledgeable with 
the facts and circumstances oon^mlng the following and hereby declare as follows: 

ZF Friedrichshafen AG retelved a disclosure concerning the above Identified application 
and a patent application was prepjared from the same and filed In Germany on July 5, 2003 and 
given Patent Application No. 10:^ 30 517.3. 

This subject matter was aljso subsequently fned as PCT Application No. EP2004/006145 
on June 8, 2004, claiming prtorlt^^ from German Patent Application No. 103 30 517.3. 

Within the thirty (30) monjth temn, my company. ZF Friedrichshafen AG. Instructed our 
U.S. agent to complete the national stage fomialities of PCT Application No. EP2004/006145 
in the United States and. upon fimg this application on January 4, 2006, our U.S. agent inqufred 
as to whether the Assignee. ZF friedrichshafen AG, had first obtained a foreign filing license 
for this subject matter in view the U.S. Inventor. As no foreign license was applied for or 
obtained before the oonresponding German and the PCT applicatior>s were filed, the Assignee, 
ZF Friedrichshafen AG, is now sjeeWng a Petition for Retroactive Ucense under 37 C.F.R. § 
5.25. ' 

The subject matter for which the Petition for Retroactive Ucense Is being sought was 
not under a secrecy order, at the ^ime it was filed abroad, and It is not cun^ntly under a secrecy 
order. i 

That upon discovery of the need for a foreign license, it is respectfully submitted that a 
foreign license is being dlllgenttyj sought. 

i 
i 
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That as the undersigned representative of the Assignee. ZF Friedrichshafen AO. in 
charge of filing this subject matter, I did not appreciate that the nanning of a U.S. Inventor, with 
German Inventors, nece&$ttated|fhe need to first obtain a foreign filing lloense from the United 
States Patent Office before filing jlhls subject matter abroad, and It Is respectfully submitted that 
such foreign filing of Ihis subjec| matter abroad occurred, without ftet obtaining the required 
license under §5.11, through error and without any deceptive Intent 

The undersigned declare^ further that all statements made herein of his own knowledge 

made on information and belief are believed to be tme and 
made with the knowledge that wlltful false statements and the 
like so made are punishable by jfine or imprisonment, or both, under Section 1001 of Title 18 
of the United States Code and t^iat such willful false statements nr^y Jeopardize the validity of 
this application or any patent(s)iissulng thereon. 



are true and that all statements 
further that these statements are 



Ludger Roni 
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Please find attached a communication from the Examiner regarding the 
Petition for Retroactive License under 37 CFR 5.25. 




United States Patent and Trademark OrncE 



Under Secretary of Commerce for Iktellectual Property and 
Director of twe UnrrEO States Patent and Trademark Office 

Washington, OC a023i 
vwMcuspto.gov 



Michael J. Bujold 

500 North Commercial St., 4* Floor 
Manchester, MA 03 101 

In re: Wolker Bachmann, Et Al. DECISION ON REQUEST 

Serial No.: 10/563,417 UNDER 37 CFR 5.25 

Filing date: 22 February 2006 
Docket No: ZAHFRI P803U 



Title: METHOD FOR CONTROLLING AND REGULATING A TRANSMISSION BRAKSE 
IN AN AUTOMATIC MOTOR VEHICLE TRANSMISSION 



This is a decision on the petition filed on 22 February 2006 for a retroactive foreign filing license. 
37 CFR 5.25(a) requires the following: 

1 . A listing of each of the foreign countries in which the unlicensed patent apphcation material 
was filed, 

2. The dates on which the material was filed in each country, 

3. A verified statement (oath or declaration) containing: 

i. An averment that the subject matter in question was not under a secrecy order at the time it 
was filed abroad, and that it is not currently under a secrecy order, 

ii. A showing that the license has been diligently sought after discovery of the proscribed 
foreign filing, and 

iii. An explanation of why the material was filed abroad through error and without deceptive 
intent without the required license under §5.11 first having been obtained, and 

4. The required fee ( § 1 . 1 7(h)). 



The petition is Denied at this time per37 CFR 5.25(a)3iii, the verified statement fails to provide a 
showing that the foreign filing license was diligently sought after discovery of the proscribed 
foreign filing. The U.S. application was filed 04 January 2005 according to the declaration signed 
by Ludger Ronge, but applicant did not file for a petition for a retroactive foreign filing license 
until over a year later 22 February 2006. 

Accordingly, the provisions of 37 CFR 5.25 not having been fiiUy met, the petition is denied, and 
in the absence of any response within 60 days of the mailing date of this letter, such denial will be 



made final and the final action under 35 U.S.C. 185 will be taken. Extensions of time may be had 
under 37 C.F.R. 1.136(a). 



Andrea M. Valenti 
Primary Examiner 
Group 3643 
(571)272-6895 

14 November 2006 
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ictltioner'8 Docket No. zahfm p 8030S PATENT 

Mail Stop L & R 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

NOTE (HAND CARRiED): 'Petitions for a foreign filing license pursuant to 37 CFR 5,12(b) for which i 

handling is requested and petitions for a retroactive license under 37 CFR 5.25, may ^ ^ c 
be hand carried to the drop box located at the guard station in the Knox buiidmg^ % io^^^ 
Upon approaching the guard station, the delivery personnel should state their desire ' 
to drop off the request. Correspondence packages will be inspected/scanned before 
being placed in the drop box. All requests should identify a fax number, 
numt)er and maiUng address. Ail responses to the request will be sent by iax, 
by a mailed copy. If a fax number is not available, a hardcopy will be mailed to the 
nia/Ting address provided.'' See 'New Patents Centiaf FAX Number and Updated Usts 
of Exceptions to the Centralized Delivery and Facsimile Transmission Policy for Patent 
Related Correspondence", 1296 CG 76, July 12, 2005. 

NOTE (FACSIMILE): 'Petitions for a foreign filing license pursuant to 37 CFR 5.1 2p), including a petition for 
a foreign filing license where there is no corresponding U.S. application (37 CFR 5.13): 
571 273 0185 facsimile numt>er.' See "New Patents Central FAX Number and Updated 
Usts of Exceptions to the Centralized Delivery and Facsimile Transmission PoTicy for Patent 
Related Correspondence". 1296 OG 76, July 12, 2005. 

PETITION FOR RETROACTIVE LICENSE (37 CFR 5.25) 

NOTE: See M.P.EP. § 140, 6th ed., rev. 3. 

1. Petition 

It is respectfully requested that this petition for license for foreign filing attached hereto 
be granted retroactively under the provisions of 37 CFR 5.25. 

2. Previous Licenses ( □ applicable @ not applicable ) 

Attached are copies of 

□ previous licenses 

□ the filing receipt license 

CERTIFICATION UNDER 37 C.F.R. §§ 1.8<a) and 1.10* 

(VVhen usirig Express f^ail, the Express hAail label number is mandatory; 
Express Mail certification Is optional.) 

I hereby certify that, on the date shown below, this correspondence is being: 

MAIUNQ 

E) deposited with the United States Postal Service in an envelope addressed to Commissioner for Patents. P.O. 
Box 1450. Alexandria, VA 22313-1450 

37 C.F.a § 1.8(a) 37 C.F.R. § 1.10 • 

E) with sufficient postage as first class mail. □ as "Express Mail Post Office to Addressee' 

MaiUng Label No (mandatory) 

TRANSMISSION 

□ facsimile transmitted to the Patent end Trademark Offica, (571) 273-1 



SIgnatui 




(fype or print name of person certifying) 
(Petition For Retroactive License (37 CFR 5.25) P2-5}— page 1 of 3) 
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issued on this invention before the export. 

3. * Material filed abroad without a license 

Attached Is a copy of the material that was filed abroad without a license for foreign filing. 

4. Identification of lnventor(8), title of Invention and. If applicable, 
details of corresponding U.S. application 

lnventor(s) name(s): Volker BACHMANN, Mario STEINBORN, Rudolf KALTHOFF and 
Robert Anthony SAYMAN 

Title of Invention: method for controlling and regulating a transmission brake 



Application No.: 10/563,417 Examiner's Name: 
Filing Date: January 4, 2006 

5. Foreign Countries and dates of filing of material for which retroactive 
license requeeted (37 CFR 5.25(a)(1)) 

With respect to the material for which a retroactive license Is requested, each foreign 
countries in which the patent application material was filed and the date It was filed is as 
follows: 



IN AN AUTOMATIC MOTOR VEHICLE TRANSMISSION 

(complete the following, if applicable) 



In re application of: 



Qroup No.: 



Pr^rainn r«. Germany ( DE 1 03 
roreign country iiu3L'"«-^' 'V^*' 

■ *• PCT(PCT/EP200^ 




July 5, 2003 
June 8, 2004 



6. Verified Statement(8) 

Also attached hereto are the verified statement(s) of: 



Ludger Ronge 



which confinn{s) that, in accordance with 37 CFR 5.25(a){3)(l)-(iii), 



(Petition For Retroactive Ucense (37 CFR 5.25) [22-6h-page 2 of 3) 
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(Rel.104— 1I/P5 Pub.60Sl 



FORM 2^5 



22-29 



(a) the subject matter in question was not under a secrecy order at the tirne it was 
filed abroad, and that it is not currently under a secrecy order; 

(b) the license is being diligently sought after discovery of the proscribed foreign 
filing; and 

(c) an explanation of why the material was filed abroad through error and without 
deceptive intent without the required license under § 5.11 first having been 

obtained. 

NOTE: See 37 CFT^ 5.25(a)(4), 

7. Fee (37 CFR 1.17(g)— $200,00) 

The fee for this petition for retroactive license is paid by 

S) Attached is a \S check □ money order in the amount of $^21:^ 

□ Authorization Is hereby made to charge the amount of $ 

Q to Deposit Account No. 0^0213 

□ to Credit canj as shown on the attached credit card infonnation authoriza- 
tion fonn PTO-2038. 
WAPNiNQ: Credit card kiformatfon should not be included on this form as if may t}ecome public. 

Si Charge any additional fees required by this paper or credit any overpayment 
In the manner authorized aboye. 

A duplicate of this paper is attached. 



Reg. No.: 32,018 



Tel. No.: (503 ) 624-9220 



Customer No,: 020210 




SIGNATURE OF PRACTm^R 

Michael J, E(ujold 



fiype or print name of practitioner) 
500 Norhh rnmmi^rrial .qhrp^f . 4<-h Floor 

P.O. Address 

Manchester, NH 03101 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT APPLICATION 



In re Application of 



VolKer BACHMANN. Mario STEINBORN 
Rudolf KAUTHOFF and Robert Anthony SAYMAN 
10/563.417 



Serial no. 

Red 

For 



METHOD FOR CONTROLLING AND 
REGULATING ATRANSMISSION BRAKE IN AN 
AUTOMATIC MOTOR VEHICLE 
TRANSMISSK)N 



with an efTecHva filing date of Jun« 8. 2004 



Group Art Unit 

Examiner 

Docket 



ZAHFRI P803US 



The Commissioner for Patents 
U.S. Patent & Trademartc OfRcd 
P. O. Box 14S0 
Atexandria, VA 22313-1450 



DECLARATION 



I, Ludger Ronge of 2F Fhedrtchshafen AG, am the attorney most knowledgeable with 
the facts and drcumstancas ooAoeming the following and hereby declare as follows: 

2F Friedrichshafen AG rtoeived a dtsdosure concerning the above iderrtlfied application 
and a patentappiieation was prepared from the sanw and filed In Germany on July 5. 2003 and 
given Patent Applkartion Na 103 30 517.3. 

This subleotmattarwas also subsBquenHyflled as PCT application No. EPa004/OOei45 
on June 8, 2004. claiming priority ftom German Patent AppBcatlon No. 103 3D 517.3.. 

Within the 30 month term, my company Instructed cur U.S. agent to comptote the 
nationalstagefomialitlesof the GomeepondlngPCT application in the United States and, upon 
fiGng this application on Januery 4, 2005. our U.S. agent inquired as to whether 2F 
Friedrichshafen AG had first obtained a foreign filing license for this subject matter in view the 
U.S. inventor. As no foreign license was applied for or obtained before the corresponding 
Gemian and PCT appHcations were filed, ZF Friedrichshafen AG is now filing a Petition for 
Retroactive License under 37 ClF.R. § 5.25. 

The subject matter for v*ich the Petition for Retroactive License Is being sought was 
notunder a secrecy order, at theitime it was filed abroad, and it is not currently undera secrecy 
order. 

Thatupon dlscoveiy of this needfor a foreign license, a foreign license is being diligently 

sought, 

AS the unders/gned repiesentatlve of ZF Friedrichshafen AG In charfl© of filing this 
subject matter. I'did not appreciated that the naming of a U.S. inventor, with German invenfora, 
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naceSiSitafftri th6 rv%ftH to first nMaIn 5i foreign fiflrta llconco from th« Unitpd Statoc Pstoni Offioo 
before filrng this subject mattDraferoad, rt is fsspedfully submitted that such foreign flRng of this 
subject matter abroad occurred, without first obtaining the required license under § 5.11, 
through error and without deceptive Intent. 

The undersigned declares furtherthat all statements made herein of his own knowledge 
are true and that all statements made on infomiation and belief are believed to be true and 
further that these statements are made with the knowledge that willful false statements and the 
like so made ere punishable by fine or Imprfeonment, or both, under Section 1001 of TIffe 18 
of the United States Code and that such willful false statements may jeopardize the validity of 
this application or any patent(s)ii55uing thereon. 



Date: 




2'^. POX 



Ludger Rong( 
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